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EXAMINER'S ANSWER 



This is in response to the appeal brief filed on March 7, 2006 appealing from the Office action mailed on 
June 28, 2005. 
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(1) Real Party in Interest 

A statement identifying by name the real party in interest is contained in the brief. 

(2) Related Appeals and Interferences 

The examiner is not aware of any related appeals, interferences, or judicial proceedings which 
will directly affect or be directly affected by or have a bearing on the Board's decision in the pending 
appeal. 

(3) Status of Claims 

The statement of the status of claims contained in the brief is incorrect. A correct statement of 
the status of the claims is as follows: 

Claims 1 through 31 have been cancelled. 

Claims 32 through 51 are pending. 

This appeal involves rejected claims 32 through 44. 

Claims 45 through 51 stand withdrawn as being drawn to a non-elected invention. 

(4) Status of Amendments After Final 

The appellant's statement of the status of amendments after final rejection contained in the brief 
is correct. 

(5) Summary of Claimed Subject Matter 

The summary of claimed subject matter contained in the brief is deficient. 37 CFR 41 .37(c)(l)(v) 
requires the summary of claimed subject matter to include: (1) a concise explanation of the subject 
matter defined in each of the independent claims involved in the appeal, referring to the specification 
by page and line number, and to the drawing, if any, by reference characters and (2) for each 
independent claim involved in the appeal and for each dependent claim argued separately, every 
means plus function and step plus function as permitted by 35 U.S.C. 1 12, sixth paragraph, must be 
identified and the structure, material, or acts described in the specification as corresponding to each 
claimed function must be set forth with reference to the specification by page and line number, and to 
the drawing, if any, by reference characters. 

The brief is deficient because the inventive method described in the paragraphs spanning line 9 of 
page 7 through the last line of page 8 of the Appeal Brief, and also including the second paragraph on 
page 9 of the Appeal Brief, are NOT recited in rejected claims 32 through 44 which are subject to the 
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instant appeal. Furthermore, the "air conditioner" as recited in claim 41 is NOT described on page 10, 
lines 4-6, page 1 1, line 10, page 10, line 4 through page 1 1, line 14, page 9, lines 1-3, and page 9, 
lines 6-8 as summarized in the first paragraph on page 9 of the Appeal Brief. Instead, the air handling 
unit or AHU 9 is described beginning with line 23 on page 9 as including a heat exchange coil 10, 
which in turn includes separate fluid passages for hot water and refrigerant so as to provide heating 
and cooling (i.e., "conditioning") of the air passing therethrough. Thus, by applying the common 
meaning of the term "air conditioner", one can readily understand that the air handling unit or AHU 9 
constitutes the "air conditioner" (in whole or at least in part) referred to elsewhere throughout the 
specification and claims. Last but not least, NONE of the outdoor temperature sensor 5 connected to a 
control module 3 by control wires 4, the wall display unit WDU 1, the indoor air temperature sensor 
or thermostat, the an outside air damper 12, duct 11, intake 12a, filter 12d, supply air outlet 9a, air 
intake 12c, damper relief opening 12b, a program code or a corresponding microprocessor chip in 
WDU 1, wires 2, 4, 7, and 14 connecting the sensor system to the air delivery system are recited in 
appealed claims 32 through 44 as such. Instead, the claims broadly recite a sensor system, an air 
delivery system, a controller operably connected to the sensor system and to the air delivery system, a 
user interface, a communication link connected to the controller, an air conditioner, and, the air 
delivery system as including at least one of a vapor compression unit and an evaporative cooling unit, 
plus the respective intended uses and functions associated with each of these aforementioned claimed 
elements of the inventive system for using outside ventilation air to maintain indoor comfort and air 
quality. 

(6) Grounds of Rejection to be Reviewed on Appeal 

The appellant's statement of the grounds of rejection to be reviewed on appeal is correct. 

(7) Claims Appendix 

The copy of the appealed claims contained in the Appendix to the brief is correct. 

(8) Evidence Relied Upon 

U.S. Patent No. 4,775,944 NAKAMURA 10-1988 

"WEBSTER'S II New Riverside The Riverside Publishing 1 994 

University Dictionary", page 88. Company 

(9) Grounds of Rejection 

Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claim 41 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter which applicant regards as the invention. In 
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particular, it appears that the limitation "further comprising an air conditioner" in claim 41 represents a 
double recitation of the air delivery system already recited in base claim 32, at least in part, since the air 
delivery system encompasses an air conditioner. Note that the air delivery system as recited in base claim 
32 is readable on the air handling unit (AHU) 9 and its associated parts as described in the specification of 
the instant application, and that the specification furthermore states that the air handling unit or AHU 9 
specifically "includes a heat exchange coil 10, which includes separate fluid passages for hot water and 
refrigerant, the latter being used for cooling purposes" [page 9, lines 23-24], and is thus configured so as 
to be capable of conditioning the air passing therethrough. As commonly defined [see page 88 of 
Webster's II New Riverside University Dictonary"], the term "air conditioner" means "an apparatus for 
controlling, esp. lowering, the air temperature and humidity of an enclosure". Thus, the air handling unit 
or AHU 9 which constitutes at least a part of the air delivery system as recited in base claim 32 IS an air 
conditioner. This apparent deficiency may be overcome by replacing "further comprising an air 
conditioner" [claim 41, line 1] with "wherein the air delivery system comprises an air conditioner" or 
similar. By making this proposed change, the air delivery system of base claim 32 would be properly 
narrowed to specifically include the air conditioner that is disclosed as being part thereof by the 
specification. Note that, as currently claimed, the limitation "further comprising an air conditioner" 
ADDS a second air conditioner to the one already disclosed by the specification as being part of the air 
delivery system or air handling unit. 

Claim 41 is rejected under 35 U.S.C. 1 12, second paragraph, as being incomplete for omitting 
essential structural cooperative relationships of elements, such omission amounting to a gap between the 
necessary structural connections. See MPEP § 2172.01. The omitted structural cooperative relationships 
is the structural relationship between the controller and the air conditioner. 

Claim Rejections - 35 USC § 102 
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The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis 
for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

As best can be understood in view of the indefiniteness of claim 41, claims 32 through 44 are 
rejected under 35 U.S.C. 102(b) as being anticipated by Nakamura ('944). 

Nakamura ( c 944) discloses a sensor system including: sensors 1 and 1 1; an air delivery system 
including air conditioning apparatus 8; a controller 12 operably connected to both the air conditioning 
apparatus/air delivery system 8 and to the sensor system including sensors 1 and 11; and, a user interface 
including an input terminal device 13 and an output terminal device 14. Little or no patentable weight is 
given to purely functional language and optional/conditional limitations in the apparatus claims. 

The reference thus reads on the claims. 

(10) Response to Arguments 

Applicant's arguments filed on March 7, 2006 have been fully considered but they are not found 
persuasive. 

In response to applicant's argument that "the recitation of claim 41 further narrows the scope of 
the recitation of claim 32", the examiner agrees and states that she never objected to claim 41 as being 
improper for failing to further narrow base claim 32. However, applicant goes on to suggest that since 
claim 41 properly narrows base claim 32, that claim 41 thus not represent a "double recitation" of the air 
delivery system of the air delivery system already recited in independent base claim 32. The applicant is 
respectfully reminded that an indefiniteness rejection of a claim based on the "double recitation" of an 
element is not the same as an objection to a dependent claim as failing to further narrow a preceding 
claim and hence applicant's argument regarding the same is not relevant. 
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Applicant goes on to state that "claim 32 recites 'an air delivery system for delivering the outside 
ventilation air to an interior space' without specifically reciting that the air delivery system comprises any 
particular units such as an air conditioner of claim 41 or a vapor compression unit or evaporative cooling 
unit of claim 44" and that "an air delivery system, such as that recited in independent claim 32 does not 
expressly or inherently include an air conditioner, as recited in claim 41, the scope of claim 41 is further 
narrowed by the recitation of the additional feature of the air conditioner". Again, it is respectfully noted 
that applicant's arguments appear to miss the point, since rejected claim 4 1 does NOT recite the air 
delivery system of claim 32 as further including an air conditioner. Instead, claim 41 recites the entire 
inventive system as further including an air conditioner-above and beyond any air conditioner which is or 
may be already included as part of the air delivery system as previously recited in base claim 32. 

Again, as already explained above in the rejection of claim 41, please note that the air delivery 
system as recited in base claim 32 is readable on the air handling unit (AHU) 9 and its associated parts as 
described in the specification of the instant application, and that the specification furthermore states that 
the air handling unit or AHU 9 specifically "includes a heat exchange coil 10, which includes separate 
fluid passages for hot water and refrigerant, the latter being used for cooling purposes" [page 9, lines 23- 
24], and is thus configured so as to be capable of conditioning the air passing therethrough. As commonly 
defined [see page 88 of Webster's II New Riverside University Dictonary"], the term "air conditioner" 
means "an apparatus for controlling, esp. lowering, the air temperature and humidity of an enclosure". 
Thus, the air handling unit or AHU 9 which constitutes at least a part of the air delivery system as recited 
in base claim 32 IS an air conditioner. This apparent deficiency may be overcome by replacing "further 
comprising an air conditioner" [claim 41, line 1] with "wherein the air delivery system comprises an air 
conditioner" or similar. By making this proposed change, the air delivery system of base claim 32 would 
be properly narrowed to specifically include the air conditioner that is disclosed as being part thereof by 
the specification. Also please note that, as currently claimed, the limitation "further comprising an air 
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conditioner" ADDS a second air conditioner to the one already disclosed by the specification as being 
part of the air delivery system or air handling unit. Claim 41, as written, is therefore still held to be 
indefinite due to the double recitation of an air conditioner. 

The point of applicant's additional arguments relating to the recitation of additional features in 
the form of a "wherein" clause is similarly deemed unclear and irrelevant to the examiner's rejection of 
claim 41 under 35 U.S.C. 112, second paragraph. 

It is hereby noted that applicant has NOT presented any arguments relating to the additional 
rejection of claim 41 under 35 U.S.C. 1 12, second paragraph, as being incomplete for omitting essential 
structural cooperative relationships of elements. It is therefore understood that applicant has acquiesced 
on this particular matter. 

Absent any clarification, it is not clear to which particular rejections, if any, applicant's very 
general arguments relating to the permissibility of having an inventor choosing to be his or her own 
lexicographer apply. 

As a preface to the examiner's traversal of applicant's arguments relating to the applicability of 
the Nakamura reference, applicant is first of all respectfully reminded that claims in a pending application 
should be given their broadest reasonable interpretation. In re Pearson * 181 USPQ 641 (CCPA 1974). 
The broadest reasonable interpretation of the claims of the instant invention requires, for example, that, 
since no specific structure is recited in the claims to distinguish the controller of the instant invention 
from known prior art controllers, that any prior art controller operably connected to a sensor system and 
an air delivery system be readable on the controller as recited in the claims of the instant invention. 
Similarly, the broadest reasonable interpretation of the limitation "an air delivery system" requires that 
this term be readable on any prior art air handling unit or air conditioning system since each of these is 
inherently an air delivery system. 

While the functional language in the claims has most certainly been considered by the examiner, 
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the applicant is respectfully reminded that claims directed to apparatus must be distinguished from the 
prior art in terms of structure rather than function. InreDanlv* 263 F.2d 844, 847, 120 USPQ 528, 53 1 
(CCPA 1959). Also, [AJpparatus claims cover what a device is, not what a device does. (Emphasis in 
original). Hewlett-Packard Co. v. Bausch & Lomb Inc. . 909 F.2d 1464, 1469 15 USPQ2d 1525, 1528 
(Fed. Cir. 1990). Thus while all limitations in the examined apparatus claims have been considered by the 
examiner, functional limitations not supported by a corresponding recitation of distinguishing structure do 
not impart patentability to apparatus claims where the prior art anticipates the claimed structural 
limitations of the apparatus claims. In the instant case, the Nakamura reference anticipates the claimed 
structural limitations of the apparatus claims and applicant has failed to prove that the prior art apparatus 
as disclosed by Nakamura does not possess the functional characteristics being relied upon. 

In response to applicant's arguments that Nakamura fails to disclose a controller that regulates 
operation of the air delivery or air conditioning system but rather merely generates messages for the user, 
the examiner notes that even if this were the total extent of the controller 12 of Nakamura, the messages 
to the user are a way of regulating the operation of the air delivery system/air conditioning apparatus 8 of 
Nakamura. Nevertheless, applicant's assertion that the controller 12 of Nakamura is merely a message 
generator is not found persuasive, especially given the flow charts shown in 2 and 3 of Nakamura, which 
clearly show the controller of Nakamura as being a complex predictive control system just like the one of 
the instant inventive apparatus. 

In response to applicant's argument that the Nakamura reference fails to show certain features of 
applicant's invention, it is noted that the features upon which applicant relies (i.e., that a controller which 
performs a particular function must be programmed or "hard wired" in order to be capable of performing 
the particular function; that a computer is programmed in a certain new and unobvious way) are not 
recited in the rejected claim(s). Although the claims are interpreted in light of the specification, 
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limitations from the specification are not read into the claims. See In re Van Geuns, 988 F.2d 1 1 8 1 , 26 
USPQ2d 1057 (Fed. Cir. 1993). 

Applicant's arguments relating to the impermissibility of a consumer corresponding to a 
controller are moot since the examiner has clearly maintained that controller 12 of Nakamura (and NOT a 
consumer) is readable on the controller as recited in the claims of the instant invention. 

Applicant's arguments thus fail to comply with 37 CFR 1.1 1 1(b) because they amount to a 
general allegation that the claims define a patentable invention without specifically pointing out how the 
language of the claims patentably distinguishes them from the references. 

Applicant's arguments thus also do not comply with 37 CFR 1.1 1 1(c) because they do not clearly 
point out the patentable novelty which he or she thinks the claims present in view of the state of the art 
disclosed by the references cited or the objections made. Further, they do not show how the amendments 
avoid such references or objections. 

(11) Related Proceeding(s) Appendix 

No decision rendered by a court or the Board is identified by the examiner in the Related Appeals 
and Interferences section of this examiner's answer. 

For the above reasons, it is believed that the rejections should be sustained. 
Respectfully submitted, 
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